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BLOCK2 TRADEMARKS-II-

This Block consists of four units.

Unit 5 of'this course deals with trademarks, the Paris Convention and the TRIPS
Agreement, In this unit we will cover topics like functions of trademark,
registration, fundamental principles for registration, procedure for trademark
registration, certification mark, collective marks, Paris convention, TRIPS etc.

Unit 6 of this course deal with Madrid System and the international protection -
of trademark extensively. ,I‘n this unit the other topics included in it are objectives
of Madrid system, advantages of Madrid system, international application, effects
of'international regulation, dependence on the Basic mark, duration of registration
and renewal etc. |

Unit 7 of'this course deals with infringement of trademark and remedies thereof.
It also deals with infringement causes, parallel importation, remedies, passing
off, offences etc.

Unit 8 of'this course deals with goodwill and passing off. It includes case studies
on passing off, dilution of trademarks, goodwill etc.
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5.1 INTRODUCTION

Many foreign scholars trace back the history of Trademark law with the origin of
Trademark protection to Greek or Roman times.! The period between 1860 and
1910 witnessed the development of many characteristic features [of current
trademark laws]* such as:

.o A legal understanding of trademark as a sign — indicating trade origin;
e The establishment of a central registry in 1875;
e  The conceptualization of the Trademark as an object of property*;

o The recognition of a dual system of protection a) based on registration and
b) based on use in the market place;

e The development of international arrangements for the protection of marks
in foreign territories. '

In India, the Trademarks Act, 1940 was the first statute of law of trademarks.
Prior to the Act of 1940, the Trademarks was protected under the Common law

I E.g. W. Robertson, ‘On Trademarks’ (1869) JSA 414

2 Lionel Bently in his article ‘The making of Modern Trademarks Law..’,

3 For detail please refer “Communication to Thing: Historical Aspects to the Conceptualisation
of Trademarks as Property”, Prof. Lionel Bently, University of lowa Legal Studies Research
Paper, Number 2007/31.
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and the cases relating thereto were decided under Section 54 of the Specific
Relief Act, 1877, while registration were secure obtaining a declaration of
ownership under the Registration Act, 1908.* In 1943, the Trademark Registry
was separated from the Patent Office, Calcutta by the Trademarks Amendment
Act, 1943 to constitute a separate Trademarks Registry under a Registrar of
Trademarks at Bombay.

Later, after independence and upon the recommendations of the report of Mr.
Justice Ayyangar, the Govt. of India had replaced the Trademarks Act, 1940 by
the Trade & Merchandise Marks Act, 1958 (‘the 1958 Act’). The 1958 Act
consolidated the provisions of the Trademarks Act, 1940, the Indian Merchandise
Marks Act, 1889(which was in force since 1.4.1889) and the provisions relating
to Trademarks in the Indian Penal Code. It was brought into force on 25th
November 1959.

Subsequently, the Trade & Merchandise Marks Act, 1958 has been thoroughly
revised and replaced by the current Trademarks Act , 1999. The same has come
into force from 15.09.2003.

Major Changes brought by the TM Act 1999:

1) Providing for registration of trademark for services and three dimensional
marks;

2) Registration of trademarks, which are imitation of well-known trademarks,
not to be permitted,

3) Grounds of refusal of registration under Section 9 and 11 are enlarged;

4) Amplification of factors to be considered for defining a well-known mark;
5) Provide only a single register with simplified procedure for registration;
6) Providing for registration of ‘collective marks’ owned by associations, etc.
7) Enlarging scope of permitted use for registered user(s);

8) Providing an Appellate Board for speedy disposal of appeals and rectification
applications;

9) vesting the final authority for registration of certification marks from the
government to Trademarks Registry;

10) providing enhanced punishment for offences relating to trademarks on par
with the present Copyright Act, 1957, to prevent sale of spurious goods;

11) prohibiting use of someone else’s trademarks as part of corporate names, or
name of business concern;

12) extension of application of convention country to include countries which
are members of group or union of countries and Intergovernmental
Organisation.

4 For reference please also see Whirlpool Corporation vs. Registrar of Trademarks 1998 (Suppl.)
Arb. LR 553.



5.2 OBJECTIVES

After reading this unit, you should be able to:

explain the concept of trademarks;
e  describe the function of Trademarks Act 1999;
e explain the registration procedures of trademarks; and

e describes the collective mark ahd certification and outlines the registration
procedures.

5.3 WHAT IS TRADEMARK?

A Trademark is a sign that is used to distinguish the goods and services of one
party from those of others. A Trademark can be a letter, number, word, phrase,
logo, graphic, shape, smell, sound or combination of these things.

Section 2 (1) (zb) of the TM Act defines the term Trademark as:
“A mark:
e Capable of being represented graphically, and

e (which is) capable of distinguishing the goods’ and services® of person from
those of others and

e  May include shape of good, their packaging and combination of colours;
and

i) in relation to Ch XII (other than Sec. 107), a registered Trademark or a
mark used in relation to goods or services for the purpose of indicating or
so as to indicate a connection in the course of trade between the goods or
services, as the case may be, and some person having the right as proprietor
to use the mark; and

ii) in relation to other provisions of this Act, a mark used or proposed to be
used in relation to goods or services for the purpose of indicating or so to
indicate a connection in the course of trade between the goods or services,
as the case may be, and some person having the right, either as proprietor
or by way of permitted user, to use the mark whether with or without any
indication of the identity of that person, and includes a certification
Trademark or collective mark;”

5 “goods” is defined to mean anything which is the subject of trade or manufacture. [Sec.
2]

6 “service” means service of any description which is made available to potential users and
includes the provision of services in connection with business of any industrial or commercial
matters such as banking, communication, education, financing, insurance, chit funds, real
estate, transport, storage, material treatment, processing, supply of electrical or other energy,
boarding, lodging, entertainment, amusement, construction, repair, conveying of news or
information and advertising [Sec.2(1)(z)]

Trademarks: The Paris
Convention and the TRIPS
Agreement
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Examples of Trademark:

SNLEY

SV Rwas

Being an inclusive definition, the definition of trademark as defined under the
TM Act includes any mark within the definition of Trademark so long as:

a) the mark, which should be
b) capable of being represented graphically; and

c) capable of distinguishing the goods or services of one person from those
of others. '

a) Mark:

Section 2(1)(m) defines the term Mark includes “a device, brand, heading, label,
ticket, name, signature, word, letter, numeral, shape of goods, packaging or
combination of colours or any combination thereof.”

The definition of Mark under the TM Act is an inclusive definition, however, by
virtue of the definition of trademarks under the TM Act, only those marks that
possess a capacity or ability to distinguish goods or services of one person from
those of others and will be able to get represented graphically, will be able to get
protected as a trademark.

b) Graphical Representation: .

Rule 2(1)(k) of the Trademark Rules defines the term ‘graphical representation’
as representation of a trademark for goods and services in paper form. This,
however, does not mean that a Trademark must be written or printed on piece of
paper and placed on goods or packaging thereof. '

It only means that it should be capable of being put on the register in the physical
form and also of being published in the journal.



Thus, a three dimensional mark or even a sound mark is capable of being registered
as a trademark, so far as they are capable of being represented graphically.” The
roar of the MGM lion is one of the very famous sound mark.

However, it has to also bear in mind that the ‘graphical representation’ /description
of a sound mark should always clearly identify the exact sound. Further, merely
musical notes without a proper listing of the note pattern would not provide
enough sensory information to contemplate the scope of protection of the mark.

Also if the sound is clearly explaining or indicating the functional aspect of the
goods, the mark may be refused registration as being descriptive.

In the U.S. Trademark Application Serial No. 76681788, the applicant sought to
register the following sound mark for use in connection with pet toys:

“an audio waveform of a nominal square wave of 6.1 KHz that increases to
11.4KHz over a period of approximately 140 msec.” '

Upon reviewing the accompanying sound file (containing the sound of a mouse
squeak) which serves to clarify the description of the mark and which is made
part of the application, the USPTO refused registration under the Trademark Act
because the realistic and authentic nature of the mouse squeak sound serves a
utilitarian or functional advantage for applicant®.

The Authority also noted that applicant’s competitors would be at a disadvantage
if their pet toys made unrealistic or non-authentic mouse squeaks. Relying on
evidence made of record, the examining attorney explained the utilitarian
advantage of a sound replicating the sound of a realistic mouse is that pets will
be more likely to regard the toy as actual prey, since cats and dogs often prey on
mice and small rodents. As pets have a propensity to prey on mice, and would be
more interested in a toy that emits such a sound, a realistic mouse sound is a
functional aspect of applicant’s goods. Because the realistic mouse sound is a
functional aspect of the applicant’s goods, the mark is refused registration.

A

India’s First Sound Mark: On August 18, 2008, the TM Registry, Delhi
branch, has issued the India’s first sound Trademark to internet based
web services providing firm Yahoo Inc on its three —note Yahoo yodel, in
class 35, 38 and 42.

In the application Yahoo Inc. has represented its three —note Yahoo yodel mark
using musical notations.

In the case of three-dimensional mark, the reproduction of the mark shall consist
of a two-dimensional or photographic reproduction of three different view of the
trademark. [Ref Rule 29(3)]. Further, it is advisable for the applicant to also
state in the application that the application is for a shape mark.

Where the trademark contains a word(s) in script other than Hindi or English, a
transliteration and translation of each word in English or in Hindi should be
given indicating the language to which the word belongs. The graphical
representations should be clear, precise, self-contained, legible, easily accessible,
accurate, and objective.

7 TyNant Spring Water Appl. (1999) RPC 392.
& http://www.wipo.int/sct/en/comments/pdf/sct23/ref usa.pdf (visited on August 01,2011)

Trademarks: The Paris
Convention and the TRIPS
Agreement
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Shape:

Not in all cases, shapes (of the object) will be allowed to be get registered. As
per Section 9(3): a trademark shall not be registered as a trademark if it consists
exclusively of —

i) the shape of goods which results from the nature of goods themselves, or
ii) the shape of goods which is necessary to obtain a technical result; or

iii) the shape which gives substantial value to the goods. "

Scents:

There is no explicit exclusions or inclusion of scents in the Indian Trademarks
Act 1999. However, since there are inherent difficulties of correctly representing
the same graphically so far there is no registered sent marks in India. However,
in certain other jurisdictions there are the incidents of the registration of scents
as a trademark. E.g. Australian Trademarks Act (Trademarks Act, 1995) does
not exclude scents from its definition of sign.

It is here to bear in mind that all the marks needs to comply with the certain
criteria of registrability (for detail please refer Chapters ‘Registration’ and
‘Grounds for Refusal’), one of the same is that it should be distinctive and as a
general rule should not describe the goods and services for which its being used.

Thus, if the scent is clearly explaining or indicating the functional aspect of the
goods, the mark may be refused registration as being descriptive. E.g.:

In the U.S. Trademark Application Serial No. 78483234, the applicant sought to
register the scent of mint for use in connection for face masks for medical use.
The USPTO refused registration because the particular features of this proposed
mark, namely, a mint scent, are functional for the goods as it makes the use of a
face mask more pleasing to use and/or compliance with use of such a mask is
more likely.

The examining authority provided evidence by attaching medical articles, journals
and letters noting that the use of scented face masks increases compliance with
inhalational anesthesia in children. Moreover, the examining attorney attached
evidence taken from applicant’s own website catalogue touting the usefulness of
the mint scent in the face masks as delivering “a constant breath of fresh air.”
Because the mint scent served as a functional aspect for the goods, registration
was refused under the US Trademark Act.

Geographical names — registrable or not

The Geographical name of a place is prohibited from being registered as a
Trademark, because name would lead the consumer to believe that the goods
originate from that place thus causing confusion and even deception.

This prima facie disability of a geographical name can be cured if evidence of
distinctiveness is furnished. However, the name of places of industrial or
commercial importance (or even a famous place) cannot be registered even if
upon proof of extensive and longer use.



Example where geographical names refused:“Simla” for manufactured Tobacco,
inspite of substantial sales and publicity, since Simla being a well-known place.’

Example where geographical names allowed: ITALIA for mofor cars allowed
registration upon evidence of distinctiveness.

Use in relation to Goods and Services: To get registered a Trademark it is
mandatory that the mark should be used, or proposed to be used, in relation to
goods or services.

‘Goods’ means anything which is the subject matter of trade and manufacture.

(Sec. 2 (1) (f))

‘Service’ means service of any description which is made available to potential
users and includes the provision of services in connection with business of any
industrial or commercial matters such as banking, communication, education,
financing, insurance, chit funds, real estate, transport, storage, material
treatment, processing, supply of electrical or other energy, boarding, lodging,
entertainment, amusement, construction, repair, conveying of news or information
and advertising; (Sec. 2(1)(z)) *

‘In the course of trade’: means user of the mark in the course of production and
preparation of the goods for the market. After the goods have reached (or cosigned
to) the consumer, they are no longer considered as in the course of trade.

E.g.: Uniliver’s (striped toothpaste) TM case 1980 FSR 280 case.

The Hon ' ble Bombay HC, in Colgate Palmolive v. K V Swaminathan'
put the ownership of trademark on the footing of a constitutional right
falling under the right to trade and profession. The court held that in
modern times. certain trades cannot be carried on without the aid of
trademarks duly protected by law. The right to trade and profession and
the consequential right to Trademarks can be subjected only to reasonable

restrictions in the interest of general public as provided within the Article
19(6) from the Constitution of India.

Self Assessment Question (Spend 3 minutes)

1) Define Trademarks.

° Imperial Tobacco vs Registrar, AIR 1968 Cal. 582

10 Italia Fabrick Application (1990) 27 RPC 493.
" AIR 1991 Bom 111.

Trademarks: The Paris
Convention and the TRIPS
Agreement

11
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5.4 FUNCTIONS.OF TRADEMARKS

The function of a trademark is to give an indication to the buyer/purchaser or
possible buyer or purchaser, as to the manufacture or the quality of the goods, to
give an indication of the trade source or trade hands, i.e. the origin of goods.

e To identify one seller’s gobds or services and distinguish them from goods
or services sold by others;

e To signify that all goods bearing the trademark come from or are controlled
by-a single, albeit anonymous, source;

e To signify that all goods bearing the trademark are of an equal level of quality;

and
e as a prime instrument in advertising and selling the goods.
e Symbol representing the goodwill of the business in which it is used;

e [t creates an image to the business in which it is used."

However, more recently, trademarks have taken on new roles. As noted by a
renowned writer in his work, that trademarks have come to take on a ‘mythical
status’ to provide consumers with an identity — as e.g. as a FERRARI, ROLLS
ROYAS owner."

Self Assessment Question ' (Spend 2 minutes)

2) Give examples of trademarks which come across in daily life.

..................................................................................................................

5.5 REGISTRATION

A person can become proprietor of a TM either by virtue of use or by registration
of the mark. Registration of TM per-se is not necessary however obtaining the
registration of the same will have its own advantages, such as:

1) Registration certificate of the TM will act as a prima facie evidence of the
validity of the Trademark, before the court of law'*;

2) In the event of an infringement of a registered trademark, the proprietor of
the same can bring an action for infringement, which otherwise is not possible.
As per Section 27(1) of the Trademarks Act, 1999, ‘no person shall be entitled
to institute any proceeding to prevent or to recover damages for the
infringement of unregistered Trademark. *

12 Ref. MaCarthy on ‘ Trademarks and Unfair Competition’, 4 Edition, Vol.1, Ch. 2.
13 Ref. Bentley & Sherman on ‘Intellectual Property Law’, 3" Edition, Ch. 31, page 713
14 Section 31 of the TM Act.



It here bear in mind that all marks used in the trade are not registrable. Only
those marks that can satisfy certain requirements under the Trademarks Act, 1999
are registrable. Hence, a mark is registrable if it can satisfy the following:

1) The mark should be capable of being represented graphically.

2) The mark should be capable of distinguishing the goods or services of one
from those of others.

3) The mark must be used in relation to goods or services for the purpose of

indicating or so as to indicate a connection in the course of trade between

the goods and services.

5.6 FUNDAMENTAL PRINCIPLES FOR
REGISTRATION

1) Distinctiveness of a mark

A Trademark would be considered a good mark when it is distinctive. The word
distinctiveness was held to be some quality in the Trademark which earmarked
- the goods marked as distinct from these of other products or such goods."

Types of marks on the basis of distinctiveness:

A) A fanciful mark is a newly coined term which had no meaning prior to its
adoption. E.g. Kodak, EXXON, Xerox, Google etc.

B) Arbitrary marks are existing words used for goods which bear no logical
relationship to the goods for which the term is used (e.g. Apple for computers;
NANO for car; METADOR for Van; AlfaRomeo for cars; Jaguar for car;
Yahoo for search engine etc ).

C) A descriptive mark is one which describes a major property of the product
for which it is used. E.g. Snowwhite and Fabrikare for drycleaners;
CornFlakes for corn flakes; FairGlow for fairness cream etc.

Secondary meaning:

Marks that are not inherently distinctive may acquire distinctiveness if the mark
has built a secondary meaning in the minds of the public. Secondary meaning
attaches to a trademark when a majority of the public considers a term or logo to
be an indicator of source and quality of a product, rather than merely descriptive
of'that product.

Secondary meaning develops after long and continuous use. It takes significant
amounts of advertising and promotion to develop and maintain public awareness
of brand or trademark identity in a descriptive mark.

Eg. ‘555’ for washiﬁg powder and detergent cake.

A mark which is not “adapted to distinguish” by the application of the tests laid
down in s. 6(1) of the Act, could still qualify for registration by virtue of the
proviso to s. 6(3), by proof of acquired distinctiveness. '®

5 Imperial Tobacco v. Registrar, Trademarks AIR 1977 Cal. 413
16 Kaviraj Pandit v. Navratna case [AIR 1965 SC 980]

Trademarks: The Paris
Convention and the TRIPS
Agreement

13
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Other Important Points:

a) Distinctiveness of a mark must be judged as it is at the date of application
for registration'’. )

b) Distinctiveness may be class depehdent.

c) Devoid of distinctiveness, is one of the grounds of under Sec 9 (absolute
grounds) of refusal, provided that if it has acquired a distinctive character as
a result of use or is a well-known Trademark.

d) The distinctiveness though a necessary condition for registration is not by
itself sufficient to qualify for registration. The applicant’s chance of success
in obtaining the registration would largely depend upon whether other trades
in the ordinary course of business and without any improper motive desire
to use the same mark or not.

e) No absolute monopoly in a TM:

Property in the TM for all purpose cannot exits. The exclusive right to the
Trademark which the owner acquires relates only to the use of the mark
applied to some particular vendible commodity.

f) Word to be considered as a whole: in judging whether the word is invented
or not one must consider the word as a whole in order to form a totality of
impression both visual and auditory appeal.’®

examples:

The mark DROPOVIT for medical preparations (coined from drop of vitamin)
was found to be an invented word. [Hoffman La Roche vs. Geoffrey Manners
AIR 1970 SC 2062.]

The mark INSTEA (condensation of the expression ‘instant tea) was found to
be an invented word. [Nestle s v. Thankaraja AIR 1978 Mad. 36]

2) The Trademark shall be used genuinely by the applicant or his assignees in
connection ofhis goods or services: ‘ghost mark’ or trafficking in a Trademark
is not allowed.

Section 47 of the TM Act 1999 allows the removal of the mark (a) registratibn
obtained without bona fide intention to use it in relation to goods or services
or (b) there being no bona fide use of the trademark thereafter.

e.o ' The mark ‘Charminar’ case. [Vishnudas Trading v. Vazir Sultan AIR
1¢ 46 SC 2257]

'7 Imperial Tobacco v. Registrar AIR (1977) Calcutta 413

18 The Eastman Photographic Materials Co. Ltd. v. The Controller General of Patents, Designs
and TM [1898 15 RPC 476] {Solio case}: the applicant applied for registration of the word
mark ‘Solio’ as a Trademark in respect of photographic paper. The registrar refused on the
ground that the word Solio had reference to the character or quality of the goods, as the letter
SOL in Latin means sun and the goods in question are photographic papers and sunlight is
vperative in producing impressions on photographic paper and that Solio is not an inventive
word. The Court of Appeal disallowed the word on the first ground but said that it was an
inventive word.



3) One mark, one source, one proprietor: Trademarks: The Paris
Convention and the TRIPS

Two exceptions: ; Agreement
e ‘honest concurrent user:

o the effect of acquiescence (Sec 11(4)) .

The following Trademarks are not normally consider as registrable under the
Indian law:

1) Marks that contain or comprise of any matter likely to hurt the religious
susceptibilities of any class or section of the citizens of India;

2) Marks that comprise or contain scandalous or obscene matter;
3) Marks which have the nature as to deceive the public or cause confusion;

4) Marks prohibited under the Emblems and Name (Prevention of Improper
Use) Act, 1950;

5) Mark consisting exclusively the shape of goods (i.e. if the same is descriptive)
which results from the nature of the goods themselves; :

6) Marks containing the shape of goods which is necessary to obtain a technical
result or the shape, which gives substantial value to the goods.

Self Assessment Question (Spend 3 minutes)

3) Understand the word “Distinctiveness” concerning trademark and analyse
how the examples cited above convey the distinctiveness

..................................................................................................................
..................................................................................................................

5.7 PROCEDURE FOR TRADEMARK
REGISTRATION

The procedure of registration of trademarks is contained in Ss. 18 to 26 of the
TM Act 1999 and Rules 25 to 62 of the TM Rules 2002.

Who may apply?

Any person “claiming to be the proprietor” of the Trademark ‘used’ or ‘proposed
to be used’ may make the application for the registration of the trademark (Sec

18(1)).

The term “Any person” is wide enough to include any individual, company, or
association of persons or body of individuals, society, HUF, partnership firm,
whether registered or not , Government, trust etc.'

19 Section 3(42) General Clauses Act 1897. Please note that the definition is in inclusive and not
conclusive. 15
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Thus, the following persons can make any application, either severally or jointly,
for the registration of the Trademark:

e company

e trust

e individual

e government

e society .

e ° HUF (Hindu united Family also some time referred as Joint Hindu family)
e partnership firm,

e limited Liability Partnership (LLP)*

e or any other entity formed under any Central or State statutes, etc.

PERSON:

In legal world the term ‘person’ is understood in a different way, rather in
a broad way then what we understood normally. As per the Concise Oxford
Dictionary the term person means an individual human being; the living
body of human being. Thus the natural and obvious meaning of the
expression Person is a living human being a man, woman or child.

However, in legal world the term person is used to include not only the
individuals but also certain entities/legal entities, who although do not
have any physical body, but are recognized by law as the entities capable
of bearing the rights and duties, i.e. they exists in the eye of laws. Such
entities are created under any statute or laws. Examples of such entities
are the company, firm, trust etc.

# For detail please refer Salmond on Jurisprudence or R. K. Bangia on
Jurisprudence.

The term proposed to be used here means proposed to be used by the proprietor
himself and/or by those, e.g., his agents, authorized person and servants whose
uses in the eye of law are the acts of the proprietor himself.

Under Section 46(1) of the Act, intention to use the Trademark by a person as
registered user after the registration of the TM is sufficient to fulfil the requirement
of Sec 18(1).

Where at the time of the registration of a TM a third person was the owner ofthe
copyright in the Trademark, the applicant could not claim to be the proprietor of
the mark as the copyright owner would be in a position to stop the applicant
from using the mark. [Karo Step TM (1977) RPC 255]

If a proprietor has abandoned his registered TM by not renewing it, the person
who picks up the mark may (in the absence of other circumstances), claim
proprietorship. [Indian Association of Thermometry v. Hicks Thermometers 1981
PTC 121].

20 In India LLP is the newest form of person recognized under law: the Limited Liability Partnership
Act 2008. The LLPis a hybrid entity artificially created, under the Limited Liability Partnership
Act 2008, by the fusion of the characteristics of both a traditional partnership law and a limited
company minus the unlimited liability under the partnership law and the procedural rigidity
under the company law.



Jurisdiction for filing application (Sec.18 (3))

As per Rule 4, a Trademark application is to be filed at the ‘appropriate office’
of the Registry within whose territorial limits, the principal place of business in
India of the applicant is situate.

In the case of joint applicants, the principal place of business in India of the
applicant will be that of the person whose name is first mentioned as having a
place of business. If the applicant has no principal place of business in India, he
should file the application in that office within whose territorial jurisdiction, the

address for service in India given by him, under Rule 18, is located. A Trademark
application may be made at the Trademarks Registry in the-statutory form and -

on payment of statutory feés.

Rules 25 to 31 and 33 to 36 of the Trademarks Rules, 2002 prescribe the procedure
in this behalf:

Application should have Name of the applicant in full (Rule 16); Nationality &
address of applicant be signed by applicant or his agent (Rule 25(1)), made in
the relevant Form (please refer the table below):

Application/ Mark & Class(s) Relevant Rule 25

FORM Relevant Section
TM - single class TM-1 Sec 154(2)
Convention application — single CI. TM-2 Sec 154(2)
Convention application — diff. Cl. TM-52 | Sec 154(2)
Textile TM-goods (5" Schedule) T™-22 Rule 145
Textile TM-Convention-goods TM-45 Rule. 145 and Sec 154(2)
(5" Schedule)
Collective TM-single CI. TM-3 Sec 63(1)
Collective-Convention-single class TM-64 Sec 63 and Section 154(2)
Certification Mark-single class T™M-4 | Sec 71
Certification Mark-Convention- TM-65 Sec 71 & Section 154(2)
single class
TM-diff. classes TM-51 | Rule 25(9)
Series TM-a single or diff. classes. T™M-8 Sec 15
Series TM-convention-a single or TM-37 Sec 154(2)
diff. classes.
Collective mark- diff. classes TM-66 Rule 25(17)(a)
Collective mark-convention- TM-67 | Rule 25(17)(b)
diff. classes
Certification Mark-diff. classes TM-68 Rule 25(18)(a)
Certification Mark-Convention- TM-69 Rule 25(18)(b)
single class :

-Trademarks: The Paris
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explain with precision of the Trademark (Rule 25(12)), be able to depict the
graphical representation of the TM (Rule 25(12)), in case of three dimensional
TM should have statement to that effect (Rule’25(12)), in case of combination of
colour TM should have statement to that effect (Rule 25(12)) and there has to be
a statement regarding usage needs to be there. In case if the Trademark has not
been used at the time of making the application, a statement with regard to the
‘proposed to be used” may be stated.

Here it is to be noted that the specification of goods /services should not ordinarily

exceed 500 characters for each class. In case if it exceeds the same excess space
fees in the prescribed form TM-61 will be required to be paid. If the mark contains
scripts other than Hindi or English, translation of each word?*'.

A graphic representation of the Trademark is to be given in the space provided
on the application form. In any case, the size of such representation shall not
exceed 33 cm x 20 cm with the margin of 4 cm on the left hand side®.

Five Additional representations are required to be corresponding exactly with
one another with the application itself. In all cases it should contain the
specification of goods/services and the class in which the registration is sought.

The Power of Attorney in Form 48 with address for service is also required to be
filed with the application. The application should also accompany with the
prescribed fees.

If the application may contain a declaration claiming priority as per the Paris
Convention. In such cases, it should contain the following information:

1) Date of the earlier application
2) Number of earlier application

3) State or country in which the earlier application was filed; or where the
earlier application is regional or an international application, the office with -
which it was filed and the country or countries for which it was filed.

In case if the number of the earlier application is not known to the applicant at
the time of filing of the application, the applicant may furnish the same within
two months from the date of filing of application in India.

Under Section 154(2) where a person has made an application for the registration
ofthe trademark in the convention country, makes an application for registration
of the trademark in India within six (6) months after the date on which the
application was made in the convention country the Trademark shall if registered
under the Trademarks Act, 1999 be registered as of the date on which the
application was made in the convention country.

EXAMINATION OF THE APPLICATION

After the application has been submitted, the Registrar issues an official number
of an application to the applicant. Thereafter, the application is taken up for
examination and an Examination report is issued stating objections, if any by the
Registrar. '

2l Rule 33
22 Rule 28 read with Rule 30



A detailed reply to these objections has to be submitted within a month from the
date of receipt of the Examination in the form of submissions.

Once €xamined the Registrar may fix up a date of personal hearlng for the
Trademark application.

Substantive examination will cover the following aspects:

1) Under Section 9 which prescribes “absolute grounds for refusal” Marks which
are not prima facie “capable of distinguishing” the goods/services of one
person from those of another person are devoid of distinctive character.

2) Under Section 11, which sets out “relative grounds for refusal” by reason
of Conflict with prior trademarks and well-known marks).

3). Under Section 12 to check whether mark could be registered on the basis of
“honest concurrent user” when supported by evidence to that effect

4) Under Section 13 to see whether the registrability of the mark is prohibited
on the ground that the mark consists of name of a chemical element or an
international non-proprietary name

5) To see that the mark does not offend against Section 14

6) Under Section 15, which governs registration of a trademark as “a series”,
etc. .

In additions to this, examination of an application for registration of collective
marks will be subjected to scrutinize the draft regulations governing use of the
collective mark

ADVERTISEMENT

After the submissions made in reply to an Examination Report or after a hearing,
the application may be accepted absolutely or subject to such amendment,
modification, condition or limitation as the Registrar may think fit. In case the
Registrar rejects the application, the ground for refusal is to be recorded. If the
application is accepted, the Registrar shall cause the Trademark to be advertised
in the Trademarks Journal absolutely or with conditions.

OPPOSITION

After the advertisement of the trademark in the Trademark Journal, any person
may oppose to the registration within 3+1 months of the date on which the
trademark Journal is made available to the public.

GRANT

If the Trademark is not opposed, a certificate of registration is issued sealed with
the seal of the Trademark Registry. In case of opposition of, the registration
would be granted if the proceedings are in the favor of the applicant. Generally,
the entire procedure of registration of trademark would take 3 years from the
date of the application provided the application is unopposed at the examination
stage.

Trademarks: The Paris
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Self Assessment Question (Spend 2 minutes)

4) Understand and list out the important steps involved in the registration of
the trademark.

5.8 CERTIFICATION MARKS

Section 2 (e) of the Trademarks Act, 1999 (‘the Act’) defines the term Certification
Mark as ‘a mark capable of distinguishing the goods or services in connection
of which it is used in the course of trade which are certified hy the proprietor of
the mark in respect of origin, material, mode of manuj... turing of goods or
performance of services, quality, accuracy etc. from the other goods and services
not so certified and registrable as such under the Act in respect of good or services
in the name of that person as proprietor of the certification mark.’

E.g. some famous examples of certification marks are WOOLMARK; ISO;
Agmark etc.

The object of certification mark is that characteristics of good and services (such
as origin, mode of mauufacture, quality and other features are certified by
competent persons. .

Diffecence between a normal trademark and a Certification mark:

Trademarks in gen: ul serve to distinguish the goods or services of one person
from those of others.

The " iction of a certification Trademark is to indicate that the goods or
services comply with certain objective standards in respect of origin, material,
mode of manufacture of goods or performance of services as certified by a
competent person. '

Another important difference in between the Certification’ mark with the
ordinary Trademark is that in case of certification mark the proprietor owner
of such mark should not use allowed to trade in goods and services covered
by the mark he has certified.

In fact a mark is not registrable as a Certification mark if its proprietor carries
on a trade in goods of the kind certified or a trade of provision of services of
the kind certified. [Sec 70]

Besides, the certifying authority who may be an individual or a company or
association of persons should be competent to certify the goods in respect of
origin, material, and mode of manufacture or performance of services, quality,

accuracy or other characteristics.




REGISTRATION OF CERTIFICATION TRADEMARKS Trademarks: The Paris

Convention and the TRIPS

Documents/ information required: ’ Ageecinat
e Name, address and state of incorporation of the Applicant;
e List of goods/ services, in which the mark is in use or proposed to be used,

for which registration is sought; -
e Date of first use of the mark in India and/or abroad (as the case may be).
e  An authorization (Power of Attorney) of agent
e Soft Copy of the mark. If the mark is in colour, then colour representations

of the mark would be required.
e Draft Regulation
e Statement of Case
PROCEDURE:
Applications for registration of trademarks are to be filed in the prescribed manner.
Section 18(1) provides, “any person claiming to be the proprietor of a
‘Trademark used or proposed to be used by him, who is desirous of registering
it, shall apply in writing to the Registrar in the prescribed manner for the
registration of his trademark.”
Chapter IX of the Trademarks Act, 1999 and Part III of the Trademarks Rules,
2002 (the Rules 2002) read with the Rules 25 to 31 and 33 to 36 of the Part I of
the Rules, 2002 prescribe the procedure in this behalf:
e Rule 25: Application should be:

o Name of thé applicant in full (Rule 16);

0 Natioﬁality & address of applicant; and

o signed by applicant or his agent (R. 25(1))

o made in relevant FORM: (in triplicate)
As per Rule 25(8) of the Rules “(a)An application under Section 71 to register a
certification Trademark for a specification of goods or services included in any
one class shall be made in form TM-4.” And '
“(b) An application under Section 71 to register a certification Trademark for a
specification of goods or services in any one class from a convention country
under sub-section (2) of Section 154 shall be made in Form TM-65.”
As per Rule 25(17) “A single application for the registration of a collective
mark -
(a) in different classes shall be made in Form TM-66;
(b) in different classes from a convention country shall be made in Form
T™M-67.”
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As per Rule 25(18) “A single application for the registration of certification

trademark —

(a) in different classes shall be made in form TM-68;

(b) in different classes from a convention country shall be made in Form TM-

69.”

Application/ Mark & Relevant Relevant Official Fees
Class(s) FORM Provision
Certification Mark- TM-4 Sec 71; 135 Rs 10,000/~
single class
Certification Mark- TM-68 Rule 25(18)(a); Rs. 10,000/- for
diff. classes 135 each class
Certification Mark- TM-65 Sec 71 and Rs. 10,000/-
Convention-single class Section 154(2);

R 135 )
Certification Mark- TM-69 Rule 25(18)(b); Rs. 10,000/- for
Convention-single class 1. 135 | each class

o explain with precision of the mark (R. 25(12)).

o be able to depict the graphical representation of the TM (R. 25(12))

o in case of three dimensional TM—statement to that effect (R. 25(12))
o incaseof combination of colour TM—statement to that effect (R. 25(12))

o the specification of goods or services shall not ordinarily exceed 500
characters for each class. '

o all the application for registration should accompany with the requisite
Fees.

e Statement of USER in application: regarding the period during which the
TM has been used (except in case of proposed to be used). [Rule 27]

e Representation of TM:

.

A graphic representation of the Trademark is to be given in the space provided
on the application form for that purpose (size 8 cm x 8 cm). In any case, the size
of such representation shall not exceed 33 em x 20 cm with the margin of 4 cm
on the left hand side. (Rule 28 read with Rule 30)

Translation — if the mark contains scripts other than Hindi or English, translation
of each word. (R. 33)

e Additional Representation of TM:

Five (5) copies of Additional Representation is required to be filed. (Rule 135
read with Rule 29)

e Draft Regulations in triplicate:
It should include matters set out in rule 135(5), namely

a) A description of the applicant




b) Nature of applicant’s bﬁsiness

c¢) Particulars of infrastructure like R & D, technical manpower support
d) Applicants’ competence to administer certification scheme

e) The applicant’s financial arrangement |

f) An undertaking from the applicant that there will be no discrimination
between parties if they meet the requirement set down in the regulation.

g) The characteristic the mark will indicate in the certified goods or services

h) The manner of monitoring the use of the mark

e Statement of Case in triplicate:

The applicant is required to file a Statement of Case to the Registrar with the
application setting out the grounds in which the applicant relies in support of the
application. Such Statement of Case is required to be filed in triplicate. [Rule
136]

e Power of Attorney (Form TM-48) including the name and status of the
Executant.

e Address for service: shall be the principal place of business in India (Rule
- -135).

In case of an application from a convention country, and persons having no
principal place of business in India, their addresses in their home country shall
be given, in addition to their address for service in India (Rule 16(3)).

IMPORTANT NOTE: It is here important to note that via virtue of section
69 of the TM Act, the following provisions of the TM Act will not apply to
certification trademark:

o Clause (a) and c) of sec 9(1): this means that the criteria of distinctiveness
of a trademark is not applicable to certification trademark.

e Sec 18, 20 & 21 (subject to the provisions of the Act)
o Sec 2829, 30,41, 42, 47, 48, 49, 50, 52, 54 and 56(2)
o Ch XII, except sec 107

EXAMINATION OF THE APPLICATION

After the application has been submitted, the Registrar issues an official number
of an application to the applicant. Thereafter, the application is taken up for
examination and an Examination report is issued stating objections, if any by the
Registrar.

The substantive examination of an application for certification Trademark will
include — ;

- Examination of the draft Regulation: The draft of the regulation should meet

the requirements of Act and Rules and the contents should include matters *

set out in Rule 135(5).
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- Statement of Case and more particularly about the competency of the applicant
to certify the goods in respect of which the mark is to be registered and
whether in the circumstances of the case, the registration applied for would
be to public advantage.

- The proprietor should be an independent competent certifying agency without
itself being engaged in dealing with those goods or provision of services,
etc.

A detailed reply to these objections has to be submitted within a month from the
date of receipt of the Examination in the form of submissions.

After the submissions made in reply to an Examination Report or after a hearing,
when an application for registration of a Trademark has been accepted whether
absolutely or subject to conditions or limitations, the Registrar shall, as soon as
may be after acceptance, cause the application as accepted together with the
conditions or limitations, if any, subject to which it has been accepted, to be
advertised in the prescribed manner in the Trademark Journal.

After the advertisement of the trademark in the Trademark Journal, any person

:may oppose to the registration normally within 3 months of the date on which

the trademark Journal is made available to the public.

If the Trademark is not opposed, a certificate of registration is issued sealed with
the seal of the Trademark Registry.

5.9 COLLECTIVE MARK

Collective mark is defined to mean a Trademark distinguishing the goods or
services of members of an association of persons (not being a partnership within
the meaning of Indian Partnership Act, 1932 ) which is the proprietor of the
mark from those of others”- Section 2(1)(g).

Examples of collective trademarks include
- Lions club
- the “CA” mark used by the Institute of Chartered Accountants.

- the mark “CPA”, used to indicate members of the Society of Certified Public
accountants

- the marks of various confederated lobby groups
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The collective mark is owned by an association of persons not being a .

partnership.

The collective marks belong to a group and its use thereof is reserved for
members of the group.

The association may not use itself the collective mark but it ensures
compliance of certain quality standards by its members who may use the
collective mark.

The primary function of a collective mark is to indicate a trade connection
with the association or organization who is the proprietor of the mark.

To be register able, the collective mark must be capable of being represented
graphically and meet other requirements i.e., it should be distinctive.

PROCEDURE FOR COLLECTIVE MARK REGISTRATION:

Filing of trademark mark application

Any person “claiming to be the proprietor” of the Trademark ‘used’ or
‘proposed to be used’ by him may make an application in the prescribed
manner for registration of his Trademark. A Trademark application is to be
filed at the ‘appropriate office’ of the Registry within whose territorial limits,
the principal place of business in India of the applicant is situate. The
following documents are required for registering a collective a mark-

An application for registration as collective mark should be made on form
TM-3 (for single class of goods/service), form TM-64 (convention application
— for single class of goods/service), form TM 66 (for different classes of
goods/services) or TM-67 {convention application — for different classes of
goods/services), as the case may be in triplicate and shall be accompanied
by five additional representations of the mark.

The draft regulation governing the use of the collective mark is to be submitted
with the application on form TM-49. It shall include —

a) The name and object of association

b) The persons authorized to use the mark and the nature of control the
applicant would exercise over the use

c) The condition of membership of association
d) Conditions of use of the mark
e) Sanctions against misuse

f) Procedure for dealing with appeals against the use of collective marks

Power of Attorney on Form TM-48 including the name and status of the
Executants.

Prescribed fee for filing a cdllective mark is as follows:

Trademarks: The Paris
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Application/ Mark & Relevant Relevant Official Fees
Class(s) Form Section/Rule

Collective TM-single Cl. TM-3 Sec 63(1) 10,000
Collective-Convention- | TM-64 Sec 63 and 10,000

single class Section 154(2)

Collective mark- TM-66 Rule 25(17)(a) 10,000 for each
diff. classes B class
Collective mark- TM-67 Rule 25(17)(b) 10,000 for each
convention-diff. classes class

EXAMINATION OF THE APPLICATION

After the application has been submitted, the Registrar issues an official number
of an application to the applicant. Thereafter, the application is taken up for
examination and an Examination report is issued stating objections, if any by the
Registrar. A detailed reply to these objections has to be submitted within a month
from the date of receipt of the Examination in the form of submissions. The
submissions should contain point wise replies to the objections raised by the
Registrar. An affidavit may be required if requested in the Examination Report.
Once examined the Registrar may fix up a date of personal hearing for the
Trademark application.

In additions to this, examination of an application for registration of collective
marks will be subjected to scrutinize the draft regulations governing use of the
collective mark. After the submissions made in reply to an Examination Report
or after a hearing, the application may be accepted absolutely or subject to such
amendment, modification, condition or limitation as the Registrar may think fit.
In case the Registrar rejects the application, the ground for refusal is to be recorded.
If the application is accepted, the Registrar shall cause the Trademark to be
advertised in the Trademarks Journal absolutely or with conditions.

After the advertisement of the trademark in the Trademark Journal, any person
may oppose to the registration normally within 3 months of the date on which
the trademark Journal is made available to the public.

If the Trademark is not opposed, a certificate of registration is issued sealed with
the seal of the Trademark Registry.

Effect of Registration:

The valid registration of a Trademark under the Act gives to the registered
proprietor the exclusive right to the use of the Trademark in relation to the goods
or services in respect of which the Trademark has been registered. He becomes
entitled to obtain relief for infringement of his Trademark in the manner provided
in the Act.

Further, under the Act, no person is entitled to maintain any progeedings to prevent,
or to recover any damages for, the infringement of an unregistered Trademark.
The Act, however, does not affect the rights of action against any person for
passing off goods or services as the goods of another person or as services provided
by another person or remedies in respect of such wrong.




Self Assessment Question (Spend 4 minutes)

5) Unders and the difference between Trademark, Collective mark and
certification mark.

..................................................................................................................

..................................................................................................................

5.10 PARIS CONVENTION

This was the offshoot of diplomatic conference which was convened in Paris in
1883. This resulted in the Paris Convention for the Protection of Industrial
Property, signed in Paris, France, on March 20, 1883, which was one of the first
intellectual property treaties. (The Paris Convention is administered by the World
Intellectual Property Organization (WIPO), based in Geneva, Switzerland). As
aresult of this treaty, intellectual property, including trademarks, of any contracting
state are accessible to the nationals of other states party to the Convention. The
provisions of the Paris Convention may be sub-divided into four main categories:

e The first category of the provisions contains rules of substantive law which
guarantee a basic right known as the right to national treatment in each of
“the member countries.

e The second category establishes another basic right known as the right of
priority.

e The third category of provisions defines a certain number of common rules
in the field of substantive law which contain either rules establishing rights
and obligations of natural persons and legal entities, or rules requiring or
permitting the member countries to enact legislation following those rules.

e The fourth category of provisions deals with the administrative frame work
which has been established to implement the Convention and includes final
clauses of the Convention.

National Treatment

The provisions relating to national treatment contained in Article 2 and 3 of the
Convention stipulated that as regards the protection of industrial property, each
country party to the Convention must grant the same advantages as regards
protection to nationals of other member countries as it grants to its own nationals.
National treatment must be granted to the nationals of the countries which are
not party to the convention if they are domiciled in a member country or if they
have ‘real and effective industrial/commercial establishment in such countries’.
Nationals of member countries do not require domicile or establishment as a
condition for benefiting from an industrial property right.
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The term “national” includes both natural persons and legal entities. Legal entities
created under the private law of a member country are considered a national of
that country. If they have their actual headquarters in another member country,
they may also be considered a national of the headquarters country. According to
Article 2(1), the national treatment rule applies to all advantages that the various
national laws grant to nationals.

The National Treatment rule, one of the cornerstones of the system of international
protection under the Paris Convention, guarantees not only that foreigners will
be protected but also that they will not be discriminated against in any way.
Without this rule it would be very difficult and sometimes even impossible to
obtain adequate protection in foreign countries for inventions, trademarks and
other subjects of industrial property.

The Right of Priority

The right of priority means that, on the basis of an application for Trademark
protection filed by the given applicant in one of the member countries, the same
application (or its or his successor) may, within a specified period of time, have
certain rights without applying for protection in all the other member countries.
These applications will be regarded as if they had been filed on the same day as
the first application. The right of priority offers great practical advantages to the
applicant desiring protection in several countries.

Provisions Concerning Trademarks

The nature of the goods to which a trademark is to be applied shall in no case
form an obstacle to the registration of the mark. The countries of the Union
undertake to protect service marks. They shall not be required to provide for the
registration of such marks.

The countries of the Union undertake to accept for filing and to protect collective
marks belonging to associations the existence of which is not contrary to the law
of the country of origin, even if such associations do not possess an industrial or
commercial establishment. Each country shall be the judge of the particular
conditions under which a collective mark shall be protected and may refuse
protection if the mark is contrary to the public interest. Nevertheless, the protection
of these marks shall not be refused to any association the existence of which is
not contrary to the law of the country of origin, on the ground that such association

~ is not established in the country where protection is sought or is not constituted

according to the law of the latter country.

A trade name shall be protected in all the countries of the Union without the
obligation of filing or registration, whether or not it forms part of a trademark

All goods unlawfully bearing a trademark or trade name shall be seized on
importation into those countries of the Union where such mark or trade name is
entitled to legal protection. Seizure shall likewise be affected in the country
where the unlawful affixation occurred or in the country into which the goods
were imported.

The countries of the Union are bound to assure to nationals of other countries
effective protection against unfair competition.




The countries of the Union shall, in conformity with their domestic legislation,
grant temporary protection to trademarks, in respect of goods exhibited at official
or officially recognized international exhibitions held in the territory of any of
them. '

Each country of the Union undertakes to establish a special industrial property
service and a central office for the communication to the public of patents, utility
models, industrial designs, and trademarks. The Convention has also laid down

rules relating to importation of products manufactured by a process patented in -

the importing country, failure to work and compulsory license, patents in
international traffic, invention shown in international exhibitions etc.

Administrative and Financial Provisions

The countries party to the Convention constituted a ‘Union’ for the protection of
Industrial Property. The union has three administrative organs, the Assembly,
Executive Committee and the International Bureau of WIPO headed by Director
General of the World Intellectual Property Organization.

The Assembly is the Chief Governing Body of the Union and consists of all
member countries. The Executive Committee consists of 1/4th of the countries
which are members of the Assembly and is elected by the Assembly for the
period between two ordinary sessions with due regard to equitable geographical
distribution. The International Bureau is the administrative organ of the Union.

Any dispute between two or more countries of the union concerning interpretation
or application of the convention, which has not been settled by negotiations,
may be brought, by any of the countries concerned, before the International Court
of Justice. However, the countries may agree on any other method for settling
the dispute.

5.11 TRIPS -THE AGREEMENT ON TRADE-
RELATED ASPECTS OF INTELLECTUAL
PROPERTY RIGHTS (TRIPS)

The 1994 Agreement on Trade-related Aspects of Intellectual Property Rights
(“TRIPS’ or ‘the TRIPS Agreement’), one of the main outcomes of the Uruguay
Round of the General Agreement on Tariffs and Trade (GATT), which is
administered by the Geneva-based World Trade Organization (WTOQ), is of special
importance in that it establishes enforceable global minimum (and high) standards
of protection and enforcement for virtually all the most important intellectual
property rights such as patents, copyrights, and related rights, and Trademarks in
one single agreement. The first attempt to frame intellectual property as an issue’
to be discussed in wider trade negotiations was made by a group of trademark-
holding firms organized as the Anti-Counterfeiting Coalition, which
~ unsuccessfully lobbied for the inclusion of an anti-counterfeiting code in the
1973-79 GATT Tokyo Round.

Following the lead set by the US trademark industries, the copyright, patent and
semiconductor industries also decided during the early 1980s to frame the relative
(and sometimes absolute) lack of effective intellectual property protection in
overseas markets as a trade-related issue and a problem for the US economy that
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the government ought to respond to. So by the time the contracting parties of the
GATT met in Punta del Este, Uruguay, in September 1986 to launch another
trade round, US corporation had forged a broad cross-sectoral alliance and
developed a coordinated strategy.

For those seeking high standards of intellectual property protection and
enforcement throughout the world by way of the GATT, the strategy had three
advantages. First, if successful the strategy would globalize these standards
much more rapidly than could be achieved through the WIPO-administered
conventions. This is first because it allowed for the possibility of including all
the main intellectual property rights in a single agreement (which could also
incorporate by reference provisions of the major WIPO conventions), and second,
because once it was agreed that the Uruguay Round agreements had to be accepted
as a package (that is, a ‘single undertaking’), countries could not opt out of any
one of them and be a member of the new World Trade Organization. Second, the
GATT already had a dispute settlement mechanism, albeit a flawed one. WIPO
has no enforcement or dispute settlement mechanisms except through the treaties
that it administers, and these treaties do not provide much recourse for countries
concerned about the non-compliance of other parties. Third, the broad agenda
of the Uruguay Round provided opportunities for linkage bargain diplomacy
that WIPO, with its exclusive focus on intellectual property rights, did not allow.
Hard bargaining by the US, Europe and Japan on intellectual property could thus
be linked to concessions in such areas as textiles and agriculture, where exporting
countries in the developing world were eager to achieve favourable settlements.

In the event, the Punta del Este Declaration included ‘trade-related aspects of
intellectual property rights, including trade in counterfeit goods’ as a subject for
negotiations in the forthcoming trade round, which became known as ‘the Uruguay
Round’. In full, the Declaration’s provisions on intellectual property are as
follows:

“In order to reduce the distortions and impediments to international trade, and
taking into account the need to promote effective and adequate protection of
intellectual property rights, and to ensure that measures and procedures to enforce
intellectual property rights do not themselves become barriers to legitimate trade,
the negotiations shall aim to clarify GATT provisions and elaborate as appropriate
new rules and disciplines.

Negotiations shall aim to develop a multilateral framework of principles, rules
and disciplines dealing with international trade to counterfeit goods, taking into
account work already underway in GATT.

These negotiations shall be without prejudice to other complementary initiatives
that may be taken in the World Intellectual Property Organization and elsewhere
to deal with these matters” .

It was nearly eight years later that the outcome of these negotiations resulted as
the Agreement on Trade-related Aspects of Intellectual Property Rights (TRIPS).
While the original purpose of an agreement on intellectual property rights at the
Uruguay Round was to prevent the trade in ‘counterfeit goods’, the resulting
agreement turned out to be much more ambitious than this. 2




The insertion of ‘trade-related’ intellectual property rights into the Uruguay Round
agenda and the subsequent adoption of an agreed text for an intellectual property
agreement could not have been achieved without the effective lobbying activities
in the USA of legal and policy activists and corporations, and a government and
political establishment that, during the 1980s, was especially receptive to the
diagnoses and prescriptions propounded by these individuals, firms and business
associations.

Objectives and Principles of TRIPS

The preamble affirms the desire of member states to take into account the need
to promote effective and adequate protection of intellectual property rights, while
‘recognizing the underlying public policy objectives of national systems for the
protection of intellectual property, including developmental and technological
objectives’ .

®
Dealing with counterfeiting is clearly considered as important. Its main
importance lies in the fact that the trade in counterfeit goods is what makes
intellectual property most clearly trade-related. The preamble indicates that
members recognize ‘the need for multilateral framework of principles, rules and
disciplines dealing with international trade in counterfeit goods’.

And yet, the objectives as stated in Article 7 make no reference to the eradication
of counterfeiting.” Rather, TRIPS is explicitly aimed at promoting public policy
objectives, the nature of such objectives presumably being left to national
governments, though technological development is given priority.

Article 8.1 allows member states implementing their intellectual property
regulations to ‘adopt measures necessary to protect human health and nutrition
and to promote the public interest in sectors of vital importance to their socio-
economic and technological development’. These measures are not obligatory
but, again, they highlight the socio-economic welfare implications of intellectual
property rights. On the other hand, the provision that such measures be consistent
with the provisions of TRIPS appears to narrow their possible scope quite
considerably. :

It is worthwhile to mention Article 6, which states that ‘for the purposes of dispute
settlement under this Agreement... nothing in this Agreement shall be used to
address the issue of the exhaustion of intellectual property rights’. This is very
significant in that it allows countries to adopt a regime of international exhaustion
ofrights. Accordingly, they cannot be challenged at the WTO if their laws permit
the importance of intellectual property protected goods legally placed on the
market in a foreign country. Consider the example of a patented medicine. For
a developing country where the drug is too expensive to be widely available to
patients, the possibility exists for it to be purchased in a country where it is sold
more cheaply and then imported, thereby undercutting the price of the same
patented drug already on the domestic market. International exhaustion is
unpopular with many international businesses since it makes it harder for them
to separate national markets and set prices at levels intended to maximize their
profits in each one.
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National Treatment and Most-favoured Nation

By virtue of Article 3, members accept the principle of national treatment, that
is, that each country must treat nationals of other members at least as well as it
treats its own nationals. In other words, intellectual property protection and
enforcement must be non-discriminatory as to the nationality of rights holders.

Article 4 upholds the principle of most-favoured nation. This means that any
concession granted by one member to another must be accorded to all other
members ‘immediately and unconditionally’. So if country A agrees to take
special measures to prevent the copying of the products of a company from country
B, but turns a blind eye when the company is from country C, D or E, such
inconsistency of treatment will violate this principle.

The Rights

Part II addressés each intellectual property right in succession. These are very
comprehensive, comprising the following:

1) Copyright and Related Rights (Article 9 — Article 14)
2) Trademarks (Article 15 — Article 21)

3) Geographicalilndications (Article 22 — Article 24)

4) Industrial Designs (Article 25 — Article 26)

5) Patents including provisions for protection for plant varieties (Article 27 —
Article 34)

6) Layout Designs (Topographies) of Integrated Circuits (Article 35 — Article
38)

7) Protection of Undisclosed Information (Article 39)

8) Control of Anti-competitive Practices in Contractual Licenses (Article 40)

To some extent the provisions are based on existing agreements. Thus WTO
members are required to implement substantial parts of the Paris and Berne
Conventions whether or not they are signatories to them. Nonetheless, while
most developed countries were required only to make cosmetic changes to their
intellectual property laws, most developing countries needed to reform their laws
quite drastically.

Transitional Arrangements

The TRIPS agreement came into force on January 1, 1995. All countries had to
apply Article 3, on national treatment, on most-favoured nation, and Article 5,
concerning multilateral agreements on acquisition or maintenance of protection
within one year of the entry into force ofthe WTO Agreement. But the developing
countries and the former centrally planned socialist states were allowed a period

of five years from the date of entry into force of the WTO Agreement to apply

the full provisions of TRIPS, that is, 1 January 2000. The least-developed
countries (LDCs), who are recognized as the poorest of the poor countries, were
allowed until 1 January 2006 to apply TRIPS in full.

TRIPS places much emphasis on enforcement. With respect to the general
enforcement obligations, procedures must be available that ‘permit effective



action against any act of infringement of intellectual property rights’. They must
be fair, equitable and not unnecessarily complicated, costly or time consuming.
The judicial authorities must be granted the power to require infringers to pay
damages adequate to compensate the right holder for the injury suffered due to
the infringement. Members are required to provide for criminal procedures and
penalties ‘at least irf cases of wilful trademark counterfeiting or copyright piracy
on a commercial scale’. Remedies may include imprisonment and/or monetary
fines. Such remedies may also be applied in other cases of intellectual property
right infringement if done ‘wilfully and on a commercial scale’. Members are
not required to put in place a judicial system for enforcing rights separate frorﬁ
that for the enforcement of law in general. Moreover, TRIPS creates no obligation
to shift resources away from the enforcement of law in general towards the
enforcement of rights. Nonetheless, poor countries may face a difficult dilemma
when determining how to allocate the scarce resources they have.

The dynamic efficiencies of stronger and more effective intellectual property
right systems may more than make up for administrative and enforcement costs.
Whether or not this turns out to be true, the costs must be borne before the
benefits accrue and, for least-developed countries especially, these are likely to
be particularly onerous. In addition, regulators and courts are likely to lack
experience in dealing with intellectual property related matters.

Institutional Arrangements: Final Provisions

Article 68 (Council for Trade-related Aspects of Intellectual Property Rights)
sets out the role of the WTO Council for TRIPS. The Council is responsible for:

e Monitoring the operations of TRIPS, and in particular members’ compliance;

e Affording members the opportunity to consult on matters relating to trade-
related intellectual property rights.

e Assisting members in the context of dispute settlement procedures; and

- Carrying out other duties assigned to it by the members.

The Council is supposed to review the implementation of TRIPS at two-year
intervals from January 2000. Article 71.1 states in addition that ‘the Council
may also undertake reviews in the light of any relevant new developments which
might warrant modifications or amendment of this Agreement.’

TRIPS-related Developments at WTO

Developing country representatives continue to express concerns that TRIPS
raises prices of drugs and educational materials in poor countries, legitimizes
the ‘biopiracy’ of genetic resources and traditional knowledge, and blocks transfers
of much-needed,technologies. They have successfully resisted the further
tightening of TRIPS rules and have put forward substantial counter proposals
relating to such matters as public health, the specific needs of least-developed
countries, traditional knowledge and the compatibility between TRIPS and the
provisions of the Convention on Biological Diversity (CBD) concerning benefit-
sharing, protection of traditional knowledge and biotechnology transfer. And
outside the WTO their improved negotiating strategies have delayed moves to
harmonize international patent law and moderated some recent copyright treaties.
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As for the developed countries and international businesses, who are constantly
seeking ever higher levels of intellectual property protection and enforcement,
TRIPS has to some extent been a disappointment. For one thing, the WTO
system of trade governance currently does not make it easy to achieve radical
revision of existing agreements or, for that matter, consensus on the need for
new ones. For another, developing countries have tended not to implement TRIPS
with much enthusiasm, and enforcement measures continue to be inadequate
from the view of the intellectual property owners. Moreover, other forms of

trade diplomacy seem to further their interests more effectively.

At the November 2001 Doha Ministerial Conference of the WTO, members
agreed on the texts of three statements, all of which have provisions concerning
intellectual property: (i) the Ministerial Declaration, (ii) the Decision.on
Implementation-related Issues and Concerns and (iii) the Declaration on the
TRIPS Agreement on Public Health.

The Ministerial Declaration covered a number of TRIPS-related matters including
geographical indications, the relationship between TRIPS and the Convention
on Biological Diversity and the protection of traditional knowledge and folklore,
and technology transfer.

Concerning the latter, the Declaration expressed agreement on the establishment
of a Working Group to examine ‘the relationship between trade and transfer of
technology, and of any possible recommendations on steps that might be taken
within the mandate of the WTO to increase flows of technology to developing
countries’. )

As to the specific needs of the LDCs, the Decision on Implementation related
Issues and Concerns reaffirmed the mandatory nature of Article 66.2 (‘Developed
country Members shall provide incentives to enterprises and institutions in their
territories for the purpose of promoting and encouraging technology transfer to
least-developed country Members in order to enable them to create a sound and
viable technological base’). The TRIPS Council was directed to establish a
mechanism for ensuring the monitoring and full implementation of the obligations
in question.

Pursuant to this, in February 2003, the Council for TRIPS adopted a decision
requiring the developed country WTO members to ‘submit annually reports on
actions taken or planned in pursuance of their commitments under Article 66.2.
Such reports must provide the following information: (a) an overview of the
incentives regime put in place to fulfill the obligations of Article 66.2, including
any specific legislative, policy and regulatory framework; (b) identification of
the type of incentive and the government agency or other entity making it
available; (c) eligible enterprises and other institutions in the territory of the
member providing the incentives; and (d) any information available on the
functioning in practice of these incentives.

It is hard to see such pressure on developed countries to comply with Article
66.2 going very far. The real difficulty is that technologies tend to be privately
owned and governments are limited in terms of how far they are able and willing
to intervene so as to assure they are transferred to the LDCs.



In addition, the Doha Declaration on the TRIPS Agreement and Public Health
allowed LDCs to delay implementation of patent protection for pharmaceutical
products and legal protection of undisclosed test data submitted as a condition
" of approving the marketing of pharmaceuticals until 1 January 2016.

In November 2005, the TRIPS Council extended the deadline for fully
implementing the rest of TRIPS by a further seven and a half years to 1 July
2013. Undoubtedly these are achievements for LDCs, even if some of them
have already implemented some or all of TRIPS.

Post TRIPS Developmenfs

Until recently, TRIPS seemed to be the most important element of the effort to
pull up developing countries’ intellectual property standards of protection and
enforcement to the level of the developed countries and to modernize intellectual
property protection so as to accommodate rapid advances in emerging fields like
biotechnology and the digital technologies.

WIPO has recently drafted a Substantive Patent Law Treaty that the organization’s
Standing Committee on the Law of Patents is currently debating. Such a Treaty
would intensify substantive patent law harmonization in the interests of helping
well-resourced companies to acquire geographically more extensive and secure
protection of their inventions at minimized cost. Substantive harmonization is
more than just making the patent systems of countries more like each other in
terms of enforcement standards and administrative rules and procedures. It means
that the actual substance of the patent standards will be exactly the same to the
extent, for example, of having identical definitions of novelty, inventive step
and industrial application. Given the rich countries’ interests in harmonization,
it is likely to result in common (and tightly drawn) rules governing exceptions to
patent rights, and the erosion of freedoms to exclude from patentability types of
- subject matter or technological fields on public policy or national interest grounds.

Harmonization is important with copyright too, especially in such areas as term
of protection and subject matter, for example, the developed countries are
encouraging the developing countries to extend the term of copyright protection
beyond that required by TRIPS to life of the author plus 70 years, as in Europe
and the USA. But the situation is a little different. One reason is that the complex
array of stakeholders whose economic and moral interests are affected by
copyright makes harmonization much more difficult to achieve. Another is that
rapid technological developments have made the transnational copyright
industries determined to achieve an international regime that is sufficiently
dynamic to respond speedily to the massive opportunities and vulnerabilities
afforded by technological advances that: (a) provide new means of copyright
owners to disseminate their works to the public; but that also (b) threaten to
undermine the control over markets in these works by enabling copiers to flood
markets with unauthorized versions of these works and by allowing potential
consumers to copy them; Such ‘dynamic responsiveness’ cannot be achieved at
the WTO; the WTO agreements have proved not to be susceptible to the
substantial periodic revisions that would be necessary to satisfy industry.

The TRIPS approach to achieving ever higher intellectual property protection
levels is being supplemented by expanding menu of alterriatives. These include
new treaties, technical assistance, threats and intimidation, and ‘forum
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management’ including the use of WIPO and bilateral trade and investment
agreements. Since TRIPS entered into force a number of new multilateral treaties
have been negotiated and adopted for this purpose. Most notable among these
are the 1996 ‘Internet Treaties’, that is, the WIPO Copyright Treaty (WCT) and
the WIPO Performers and Phonograms Treaty (WPPT). In 2000, the Patent
Law Treaty (PLT) was also adopted at a Diplomatic Conference. The PLT was
intended to harmonize certain patent procedures but steered clear of matters
relating to substantive patent law.

The provision of intellectual property technical assistance by international
organizations, developed country governmental agencies, intellectual property
offices and business and law associations has become quite controversial. Such
assistance often seeks to promote standards of intellectual property protection
higher than those required by TRIPS in order to protect the interests of providers
and funders. '

5.12 SUMMARY

e Trademark is a distinctive sign which identifies certain goods or services as
those produced or provided by a specific person or enterprise. Its origin
dates back to ancicnt times, when craftsmen reproduced their signatures, or
“marks” on their artistic or utilitarian products. Over the years these marks
evolved into today’s system of trademark registration and protection. The
system helps consumers identify and purchase a product or service because
its nature and quality, indicated by its unique trademark, meets their needs.

e Trademarks are words, names, symbols, brands, devices, headings, labels,
tickets, signatures, letters or numerals or any combination thereof, used or
proposed to be used by manufacturers of goods to identify and to distinguish
their goods from goods manufactured and sold by others. '

e A person who sells his goods under a particular trademark acquires a sort of
limited exclusive right to use the mark in relation to those goods.

e Trademark registration protects the goodwill of a business and also helps to
identify and distinguish the source of the goods or services of one party

from those of others. Trademark registration is an evidence of ownership of -

the trademark and also constructive notice nationwide are issued of the
trademark owner’s claim.

e Once you have filed an application for registration of trademark, the “tm”
symbol may be used with the mark. Anyone who claims rights in a mark
may use the tm (trademark) designation with the mark to alert the public to
the claim. However, the registration symbol, ®, may only be used once the
mark is actually registered in the trademark registrar’s office. Even though
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